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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a )□ This action is FINAL. 2b)|^ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-19 and 27-34 is/are pending in the application. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

This office action is in response to applicant's reply filed on June 23, 2008. 

Election/Restrictions 
Applicant's election without traverse of Group I (claims 1-19 and 29-31) and the 
compound of example 10 on page 25 of the specification as the elected species in the 
reply filed on June 23, 2008 is acknowledged. Since the elected species is free of prior 
art, examination was expanded to the following species: 3-(3-indoyl)-N-(2- 
carboxyphenyl)-propionamide (CAS# 139543-67-2). 

Status of Claims 

Claims 1-19, and 27-34 are currently pending and are the subject of this office 

action. 

Claims 7-14, 18-19, 27-28 and 32-34 are withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention/species, there 
being no allowable generic or linking claim. 

Claims 1-6, 15-17 and 29-31 are presently under examination. 

Priority 

The present application is a 371 of PCT/GB04/03516 filed on 08/13/2004, and 
claims priority to foreign application UNITED KINGDOM 0319126.9 filed on 08/14/2003. 
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Claim Objections 

Claims 30-31 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6, and 15-17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Yu et. al. (US 5,075,313). 

Claims 1-6 and 15-17 recite a compound of formula I (see claim 1). For claims 1- 
6 and 15-17 Yu et. al. teach the following compound: 3-(3-indoyl)-N-(2-carboxyphenyl)- 
propionamide (CAS# 139543-67-2) (see column 8, line 62) that reads on general 
structure I (see claim 1) and all the limitations of claims 1-6 and 15-17. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention Is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 
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The factual inquiries set fortli in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at Issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application Indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 29 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yu et. al. 

(US 5,075,313) as applied to claims 1-6 and 15-17 above. 
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Claims 29 furtlier limits claim 1 , wherein the compound of claim 1 is in a 
pharmaceutical formulation with one or more diluents, excipients and carriers. 

Yu et. al. teach all the limitations of claim 1 , except for a pharmaceutical 
formulation. However Yu et. al. also teach that compound: 3-(3-indoyl)-N-(2- 
carboxyphenyl)-propionamide (CAS# 139543-67-2) (see column 8, line 62) that reads 
on general structure I (see claim 1) was at one point dissolved in organic solvents like 
ethyl acetate or THF (see example 1 , lines 55-65). 

Since Yu et. al. teach the compound 3-(3-indoyl)-N-(2-carboxyphenyl)- 
propionamide, and since they also teach that this compound could be dissolved in 
different solvents, and since adding excipients, diluents and carriers is well known in the 
art, at the time of the invention, it would have been prima facie obvious for a person of 
ordinary skill in the art to prepare a pharmaceutical formulation comprising the above 
mentioned compound, with the motivation of better administering this compound to a 
patient, thus resulting in the practice of claim 29 with a reasonable expectation of 
success. 

Conclusion 

No claims are allowed. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARCOS SZNAIDMAN whose telephone number is 
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(571)270-3498. The examiner can normally be reached on Monday through Thursday 8 
AM to 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick F. Krass can be reached on 571-272-0580. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MARCOS SZNAIDMAN/ 

Examiner, Art Unit 1612 
October 6, 2008 



/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



